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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) OR THIRTY (30) DAYS, 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

1 . Claims 1-24 have been examined. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 13-24 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 13 and 19 are directed to a receiving an email 
having a digital rights managements. The examiner respectfully asserts that the claimed subject 
matter does not fall within the statutory class listed under 35 U.S.C 101. Claim 13 and 19 are 
directed to a functional descriptive material that is embodied in a signal/carrier wave (see 
specification page 9, line 16 - page 10 line 8). A data signal does not fall within one of the four 
statutory classes of 35 USC 101. Claims 13 and 19 are rejected as being directed to a data 
signal. Claims 14-18 and 20-24 depend from claims 13 and 19 and are rejected under the same 
rationale. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-24 are rejected under 35 U.S.C. 102(b) as being anticipated by Peinado et al. 
WO 00/59150 (hereinafter Peinado) [submitted with IDS filed on 10/14/03]. 
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6. With respect to claims 1, 7, 13 and 19, Peinado teaches a method for a recipient to 
receive an email having rights management (RM) protected content therein, the protected 
content being encrypted and decryptable according to a content key (KD), the content key (KD) 
being found in a corresponding license, the method comprising: 

receiving the email while connectively coupled to a network through which the email may 
be obtained [page 14, line 24-page 15, line 3, and page 21, lines 15-20]; 

recognizing that the received email has the protected content therein [page 21, lines 15- 
page 22, lines 8]; and 

obtaining the license for the protected content of the email from an RM server while still 
connectively coupled to the network and in response to receiving the email and recognizing the 
protected content therein, such obtaining being performed in an automatic manner, whereby the 
license is available to the recipient even when such recipient is not connectively coupled to the 
RM server by way of the network at a later time [page 32, line 6 - page 33, line 10]. 

7. As per claims 2, 8, 14 and 20, Peinado further teaches the method wherein such 
obtaining is performed in a manner transparent to the recipient of the email [page 32, line 6 - 
page 33, line 10]. 

8. As per claims 3-6, 9-12, 15-18 and 21-24, Peinado further teaches the method wherein 
obtaining the license comprises: placing a representation of the received email with the 
protected content therein into a queue, retrieving the representation of the received email from 
the queue, and requesting the license for the protected content of the retrieved email from the 
RM server [page 32, line 6 - page 33, line 10]. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Beemnet W. Dada whose telephone number is (571) 272-3847. The 
examiner can normally be reached on Monday - Friday (9:00 am - 5:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Y. Vu can be reached on (571) 272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 



automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Beemnet W Dada 
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